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DETAILED ACTION 
Reopening of Prosecution 

1 . Applicant's request for reconsideration by the submission of new arguments in the 
response dated October 20, 2008 has been received. New rejections and responses to the 
arguments are stated below. 

Claim Objections 

2. Claim 5 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. The limitation of claim 5 is already present in independent claim 
1. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1, 4, 5 - 9, 16, 17, 25- 28 and 33 - 41 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Hendershot (USPN 4,862,944). 
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Hendershot discloses a mount (Abstract, lines 3-6) releasably adhered to a single sheet 
of a backing material (Column 2, lines 45 - 54), the mount consisting of a single layer of plastic 
such as PVC (Column 2, lines 10-16, wherein PVC is a vinyl material) and being a mount for 
mounting a sheet object to glass (Figure 2, #12 and 18), and comprising a body having a first 
surface carrying an adhesive coating (Figure 2, #18a and 20) which adheres the mount to part of 
the surface of a sheet object to form a mountable arrangement (Figure 2, #16 and 20), and a 
second surface which secures such a mountable arrangement directly to glass without adhesive 
(Figure 2, #18b) as in claim 1. With regard to claim 4, the first and second surfaces of the mount 
are mutually opposite (Figure 2, #18a and 18b). For claim 5, the first surface of the mount 
adheres the mount to only a part of one surface of the sheet object to form the mountable 
arrangement (Figure 2 and 3, #18a). Regarding claim 6, the mount releasably secures, the 
mountable arrangement directly to glass (Figure 2 and 4, #12; Column 2, lines 10 - 16). As in 
claim 7, first or second surface of the mount is flat (Figure 4, #18). With regard to claims 8 and 
9, the mount is flexible and transparent (Column 2, line 59 to Column 2, lines 23). For claim 16, 
the first or second surface of the mount is square or rectangular (Figures 2 and 3, #18). 
Regarding claim 17, the second surface of the mount does not adhere the mount to paper 
(Column 2, lines 10-16). Hendershot also discloses a mount (Abstract, lines 3-6) for 
mounting a sheet object to glass, consisting of a single layer of plastic such as PVC (Column 2, 
lines 10-16, wherein PVC is a vinyl material) and having a first surface carrying an adhesive 
coating which adheres the mount to a sheet object permanently or releasably to form a mountable 
arrangement (Figure 2, #16, 18a and 20; Column 2, lines 27 - 40) and a second surface which 
secures such a mountable arrangement directly to glass without adhesive (Figure 2, #18b; 
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Column 2, lines 10 - 16), where the first and second surfaces are mutually opposite (Figure 2, 
#18a and 18b) as in claim 25. With regard to claim 26, the first surface carrying an adhesive 
coating, adheres the mount to only a part of one surface of a sheet object to form a mountable 
arrangement (Figure 2 and 3, #18a). For claims 27 and 28, the first or second surface of the 
mount is flat, and the mount is flexible (Figure 4, #18; Column 2, line 59 to Column 2, lines 23). 
Regarding claim 33, the second surface of the mount does not adhere the mount to paper 
(Column 2, lines 10 - 16). As in claim 34, the first surface of the mount is adhered releasably to 
a backing material (Column 2, lines 45 - 54). With regard to claim 35, the entire surface of the 
mount is adhered to less than half of the area of a surface of a sheet object for permitting the said 
sheet object to be mounted to glass (Figure 2 and 3, #18a). Hendershot also discloses a method 
for securing a first material to a second material (Figure 2), comprising: releasably adhering a 
first surface of a mount to the first material with an adhesive coating carried by the first surface 
(Figure 2, #16, 18a and 20; Column 2, lines 27 - 40), wherein the mount and first material form 
a mountable arrangement (Figure 2, #18 and 16); and securing a second surface of the mount to 
the second material without adhesive (Figure 2, #18b; Column 2, lines 10 - 16), where the first 
and second surfaces are mutually opposite (Figure 2, #18a and 18b) and the mount consists of a 
single layer of plastic such as PVC (Column 2, lines 10 - 16, wherein PVC is a vinyl material) as 
in claim 36. Regarding claims 37 and 38, the first material is a paper-based material (Column 2, 
lines 45 - 54), and the second material is a glass-based material. For claim 39, the second 
material has a smooth surface (Figure 2, #12). Hendershot further discloses a method for 
securing a first material to a second material (Figure 2), comprising: adhering a first surface of a 
mount to a part of one surface of a sheet of paper with an adhesive coating carried by the first 
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surface, wherein the mount and the sheet of paper form a mountable arrangement (Column 2, 
lines 45 - 54): and securing a second surface of the mount to glass without adhesive (Figure 2, 
#18b; Column 2, lines 10-16), where the first and second surfaces are mutually opposite 
(Figure 2, #18a and 18b) and each mount consists of a single layer of plastic such as PVC 
(Column 2, lines 10-16, wherein PVC is a vinyl material) as in claim 40. Hendershot discloses 
a mount arrangement for mounting paper to glass comprising: a plurality of mounts (Figures 2 - 

4. #18), each mount consisting of a single layer of plastic such as PVC (Column 2, lines 10 - 16, 
wherein PVC is a vinyl material) and having a first surface carrying an adhesive coating which 
adheres the mount to a sheet of paper to form a mountable arrangement (Column 2, lines 45 - 
54; Figure 2, #20), and a second surface capable of securing such a mountable arrangement 
directly to glass without adhesive Figure 2, #18b; Column 2, lines 10 - 16); where the first and 
second surfaces are mutually opposite (Figure 2, #18 a and 18b). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 14, 15, 18, 31 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hendershot (USPN 4,862,944). 
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Hendershot discloses a mount (Abstract, lines 3-6) releasably adhered to a single sheet 
of a backing material (Column 2, lines 45 - 54), the mount consisting of a single layer of plastic 
such as PVC (Column 2, lines 10-16, wherein PVC is a vinyl material) and being a mount for 
mounting a sheet object to glass (Figure 2, #12 and 18), and comprising a body having a first 
surface carrying an adhesive coating (Figure 2, #18a and 20) which adheres the mount to part of 
the surface of a sheet object to form a mountable arrangement (Figure 2, #16 and 20), and a 
second surface which secures such a mountable arrangement directly to glass without adhesive 
(Figure 2, #18b), wherein the film of the mount has a certain thickness. However, Hendershot 
fails to disclose the thickness of the mount is preferably up to 2 mm, the second surface area of 
the mount is in the range of about 100mm 2 to 900mm 2 and the mount comprises a pigment 
material. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Hendershot by providing its PVC cling film to have thickness of 
less than 2mm for flexibility and conformability, since it has been held that discovering the 
optimum value of a result effective variable involves only routine skill in the art. In re Boesch, 
617 F. 2d 272, 205 USPQ 215 (CCPA 1980). 

Similarly, the film of Hendershot has a certain surface area and that the dimensions can 
be varied, but fails to teach that the area is 100 to 900 sqmm. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify Wilkins by 
providing it PVC film to have a surface area of 100 to 900 sqmm for providing optimum 
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coverage by the covering, since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only routine skill 
in the art. In re Alter, 105 USPQ 233. 

With regard to the limitation of the mount containing a pigment, Hendershot discloses 
that it is known to tint, or place pigment , in plastic materials (Column 1, lines 63 - 66). Since 
the mount is made of plastic material, it would be obvious to one of ordinary skill to add pigment 
to change the appearance of the mount. 

Response to Arguments 

7. Applicant's arguments filed October 30, 2005 have been fully considered but they are not 
persuasive. 

Applicant must also discuss the references applied against the claims, explaining how the 
claims avoid the references or distinguish from them. No clear comparison has been made 
between the prior art references and the claim limitations with regard to what is being taught by 
the prior art and the claim limitations. Hendershot discloses a mount (Abstract, lines 3-6) 
releasably adhered to a single sheet of a backing material (Column 2, lines 45 - 54), the mount 
consisting of a single layer of plastic such as PVC (Column 2, lines 10 - 16, wherein PVC is a 
vinyl material) and being a mount for mounting a sheet object to glass (Figure 2, #12 and 18), 
and comprising a body having a first surface carrying an adhesive coating (Figure 2, #18a and 
20) which adheres the mount to part of the surface of a sheet object to form a mountable 
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arrangement (Figure 2, #16 and 20), and a second surface which secures such a mountable 
arrangement directly to glass without adhesive (Figure 2, #18b), which is the same as structure of 
the claimed invention. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia L. Nordmeyer whose telephone number is (571)272- 
1496. The examiner can normally be reached on Mon.-Thurs. from 10:00-7:30 & alternate 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena L. Dye can be reached on (571) 272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Patricia L. Nordmeyer 
Primary Examiner 
Art Unit 1794 
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